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DETAILED ACTION 

Response to Amendment 

1. Applicants' amendment of claims 13, 16, 20, 21, and 25 in the reply filed on December 3, 
2009 is acknowledged. 

2. Applicants' cancellation of claim 23 in the reply filed on December 3, 2009 is 
acknowledged. 

Terminal Disclaimer 

3. The terminal disclaimer filed on December 3, 2009 disclaiming the terminal portion of 
any patent granted on this application which would extend beyond the expiration date of 
6,610,092; 6,673,1 13 has been reviewed and is NOT accepted. The serial number of the 
application(s) (or patent number(s)) which forms the basis for the double patenting are not 
identified (i.e., missing or incorrect) in the Terminal Disclaimer. The application/patent which 
forms the basis for the double patenting rejection is not identified in the terminal disclaimer. 

Double Patenting 

4. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 
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A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

5. Claims 13-16, 18, 20, 21, and 24-35 are rejected under the judicially created doctrine of 

obviousness-type double patenting as being unpatentable over the claims of U.S. Patent No.: 

6,673,113 

6,669,731 

6,887,273 

6,645,249 

6,610,092 

6,863,689 

6,869,446 

6,887,273 

6,989,032 

6,932,844 

7,169,182 

7,118,599 

7, 101,399 

7,022,139 
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7,258, 699 

7,044, 969 

7,060,098 

7,066, 959 

7,163,559 

7,044, 970 

7,115,132 

7,235,081 

7,141,069 

7,141,070 

7,144,426 

7,186,268 

7,223,290 

7,261,739 

7,160,327 

7,491,241 

7,491,241 

7,491,241 

Although the conflicting claims are not identical, they are not patentably distinct from 
each other because the difference between claims 13-16, 18, 20, 21, and 23-35 of the application 
and the claims of the above-indicated patents lies in the fact that the patent claims include many 
more elements and is thus much more specific. Thus the invention of the claims of the above- 
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indicated patents is in effect a "species" of the "generic" invention of claims 13-16, 18, 20, 21, 
and 23-35. It has been held that the generic invention is "anticipated" by the "species". See In re 
Goodman, 29 USPQ2d 2010 (Fed. Cir. 1993). Since claims 13-16, 18, 20, 21, and 23-35 of the 
application are anticipated by the claims of the above-indicated patents, it is not patentably 
distinct from the claims of the above-indicated patents. 

Please note, independent claims 13, 16, and 21 are GENERIC as to the particular 
shape (e.g., arched strip; Belleville washer; sleeve; skirt; cap; etc.) of the spring/socket . The 
above-indicated patents claim, in more detail , the particular shape (e.g., washers, arched 
strips, sleeves, skirt, cap, etc.) of a spring/socket having a volume/opening for receiving (or 
receiving) a rounded or ball-shaped structure (or post). This was previously indicated in 
the 37 CFR 1.105 REQUIREMENT FOR INFORMATION . 



6. Claims 13-16, 18, 20, 21, and 24-35 are provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over the most- 
current (i.e., recently amended) pending claims of the following copending Application No.: 

10256160 
10706766 
10715969 
10725297 
10725296 
10782981 
11037921 
11208664 
10784597 
10282356 
10294983 
10294989 
10294980 
10294984 
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10294986 
10294982 
10294988 
10294985 
10294981 
10309585 
10642523 
10642524 
10642522 
09970479 
10642528 
10642528 
10140153 
10151280 
10256160 
10256160 
10725305 
10782981 
10782981 
10833737 
10783152 
10784597 
10294982 
10282356 
10282356 
10294983 
10294983 
10294989 
10294989 
10294980 
10294980 
10294984 
10294984 
10294986 
10294986 
10294982 
10294988 
10294988 
10294985 
10294985 
10294981 
10294981 
10309585 
10309585 
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10425267 
10642522 
10642522 
10642523 
10642523 
10642524 
10642524 
10642526 
10642526 

Although the conflicting claims are not identical, they are not patentably distinct from 
each other because the above-mentioned applications also claim a resilient spring/socket for 
receiving a rounded or ball-shaped structure. Please note, independent claims 13, 16, and 21 are 
generic as to the particular shape (e.g., arched strip; Belleville washer; sleeve; skirt; cap; etc.) of 
the spring/socket. The Applicants have numerous other co-pending applications and issued 
patents claiming, e.g., Belleville washers, arched strips, sleeves, skirt, cap, etc. as the 
spring/socket . Also note, several applications have been amended to include a scope that also 
read on the claims of the instant application 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. This was previously indicated in the 37 CFR 1.105 
REQUIREMENT FOR INFORMATION . 



Claim Rejections - 35 USC §102 
1. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

8. Claims 13, 16, 18, 20, 21, 27, 30, and 33 are rejected under 35 U.S.C. 102(b) as being 
clearly anticipated by Hoffman (DE 2263842 A). 

Referring to Figures 7 and 8, Hoffman discloses an intervertebral spacer device 
comprising a first plate (e.g., top plate) having an inner surface and an exterior surface; a second 
plate (e.g., bottom plate) having an inner surface and an exterior surface, the inner surface of the 
first and second plates facing one another; wherein said inner surface of said first plate comprises 
a ball-shaped structure extending therefrom (Figure 7: ball-shaped structure comprising 26, or 
26 + post extending from 25; Figure 8: ball-shaped structure comprising 36, or 36 + post 
extending from 35), said ball-shaped structure having a curved convex surface directed away 
from said inner surface of said first plate (clearly seen in Figures 7 and 8), and said inner surface 
of said second plate having a resilient deformable spring (Figure 7: 28; Figure 8: 28) affixed 
thereto at one or more locations (Figures 7 and 8 clearly show attachment at least at 27, 29) such 
that at said one or more locations there is no movement of said spring relative to said second 
plate in any direction, said spring being monolithically formed and having a curvate volume 
(e.g., central opening) for receiving and holding therein said ball-shaped structure, a top side 
with a curved convex surface that extends from the curvate volume and confronts said inner 
surface of said first plate and an underside with a curved concave surface that extends from the 
curvate volume and is spaced from and confronts said inner surface of said second plate (see 
Figures 7 and 8). Each of 26 and 36 is capable of being inwardly deflected. 
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Regarding limitation "for receiving and holding therein said ball-shaped structure 
through direct contact with said curved convex surface of said ball-shaped structure", it is noted 
said limitation is just functional language and IT IS NOT positively claiming the "ball-shaped 
structure" as received and held by the "concave volume" of the "spring". A person of ordinary 
skill in the art will be left with the choice of "direct contact" the "curved convex surface of said 
ball-shaped structure" with the "concave volume" of the "spring" if he/she so desires. Further, 
the "ball-shaped structure" shown in Figure 7 (26 + post extending from 25 is in the shape of a 
"ball-shaped structure") clearly shows a "curved convex surface" (see convex surface of post 
extending from 25) that is directly attached (see attachment at 29) to the "concave volume" (e.g., 
central opening) of the "resilient deformable spring" (Figure 7: 28; Figure 8: 28). Said "curved 
convex surface" is part of the "ball-shaped structure". 

While features of an apparatus may be recited either structurally or functionally, claims 
directed to an apparatus must be distinguished from the prior art in terms of structure rather than 
function . In re Schreiber, 128 F.3d 1473, 1477-78, 44 USPQ2d 1429, 1431-32 (Fed. Cir. 1997). 
A claim containing a "recitation with respect to the manner in which a claimed apparatus is 
intended to be employed does not differentiate the claimed apparatus from a prior art apparatus" 
if the prior art apparatus teaches all the structural limitations of the claim. Ex parte Masham, 2 
USPQ2d 1647 (Bd. Pat. App. & Inter. 1987). With regards to statements of intended use and 
other functional statements (e.g., deformable; for receiving; permits; for counteracting; is 
movable; etc.), they do not impose any structural limitations on the claims distinguishable over 
the device of Hoffman, which is capable of being used as claimed if one so desires to do so . In 
re Casey, 152 USPQ 235 (CCPA 1967) and/n re Otto, 136 USPQ 458, 459 (CCPA 1963). 
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Claims directed to apparatus must be distinguished from the prior art in terms of structure rather 
than function. In re Danly, 263 F.2d 844, 847, 120 USPQ 528, 531 (CCPA1959). "[Apparatus 
claims cover what a device is, not what a device does." Hewlett-Packard Co. v. Bausch & Lomb 
Inc., 909 F.2d 1464, 1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 1990). Expressions relating the 
apparatus to contents thereof during an intended operation are of no significance in determining 
patentability of the apparatus claim. Ex parte Thibault, 164 USPQ 666, 667 (Bd. App. 1969). 

9. Claims 13, 16, 18, 20, 21, 23, and 27-35 are rejected under 35 U.S.C. 102(e) as 
anticipated by Ralph et al. (US 5,989,291; previously cited in PTO-892) or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over Ralph et al. (US 5,989,291; previously cited in PTO- 
892) in view of either one of Berry (US 5,895,428; cited in Applicants' IDS), Bryan et al. (US 
6,156,067; cited in Applicants' IDS), or Harrington (US 5,893,889 A; cited in Applicants' IDS). 

As seen in Figures 3b, 4, 5, and 7-9, Ralph et al. disclose an intervertebral spacer device 
comprising first and second plate members (e.g., 100a, 100b), each having an external plate 
surface (e.g., 102a, 102b) thereof, the plate members being disposed such that the external plate 
surfaces face in opposite directions. Ralph et al. disclose plate members 100a, 100b as convex 
(see column 2, lines 61-63) and as having a porous coating (see column 3, lines 4-6; column 5, 
lines 57-61). Additionally, Ralph et al. teach a porous, resilient/flexible (i.e., deflectable; see 
column 3, lines 8-18; column 6, lines 17-21), and convex (see Figures 4 and 9) fabric/mesh 
(circumferential wall 120) on an external lateral portion of the intervertebral spacer device (see 
Figures 4, 6, and 9). The ball attached with one of the plates is ball-shaped head 207. The 
resilient deformable spring/socket affixed with the other one of said plates is spring 230, which is 
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monolithically formed, and it is affixed thereto at one or more locations such that at said one or 
more locations there is no movement of said spring relative to said second plate in any direction 
(e.g., once assembled, the spring/socket is locked/fixed to the fitting or plate). As seen in Figures 
8 and 9, the spring/socket having a top side with a curved convex surface that extends from the 
curvate volume 232/233 and confronts said inner surface of said first plate and an underside with 
a curved concave surface that extends from the curvate volume and is spaced from and confronts 
said inner surface of said second plate. Regarding claims 28, 31, and 34, Figure 9 clearly shows 
the spring as having at least one hole (as part of the curvate volume) extending therethrough and 
a fastener extending through the at least one hole. 

a. The term "affixed" is commonly defined as "to secure to something". The 
spring/socket 230 will be secured at one or more locations once the prosthesis is assembled since 
the assembly prevents physical separation. Once assembled, the spring/socket is affixed to the 
plate. Ralph et al. '291 disclose spring/socket 230 as "compressible retained in the interior of the 
device". Even if the second plate will shift from left to right, spring/socket 230 will be affixed 
and secured to the second plate. This is further seen in Figure 6, wherein the sides of the plates 
act as retaining walls (notice how the ends or edge(s) of the spring are affixed therein). 

b. Berry '428 discloses (see Figure 1 1) the subject matter of affixing a spring/socket 
(e.g., fitting 109; fitting 109 + fitting 105) to a plate at one or more locations (e.g., threads 

1 1 1,123) in order to prevent movement of said spring relative to said plate. Therefore, it would 
have been obvious to a person having ordinary skill in the art at the time the invention was made 
to have combined the teaching of affixing a spring/socket to a plate at one or more locations, as 
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taught by Berry '428, with the spring/socket of Ralph et al. '291, in order to prevent movement 
of said spring relative to said plate. 

c. Bryan et al. '067 disclose (see Figures 6, 9, and 10) the subject matter of using 
threaded fasteners (e.g., screw 362; screw 92) in order to attach a spring/socket (e.g., spring 250; 
spring 320) to an intervertebral plate (see plates 322, 324). Therefore, it would have been 
obvious to a person having ordinary skill in the art at the time the invention was made to have 
combined the teaching of using threaded fasteners, as taught by Bryan et al, with the 
spring/socket of Ralph et al. '291, in order to attach said spring to an intervertebral plate. 

d. Harrington '889 teaches (see Figure 2) a spring/socket (54) having holes (60) aligned 
with holes (52, 53) in a second plate (49), and having fasteners (64, 66) extending through each 
of said holes in order to securely fix the spring to the second plate (see column 3, lines 52-57). 
Therefore, it would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to have combined the teaching of a spring having holes aligned with holes in 
a second plate, and having fasteners extending through each of said holes, as taught by 
Harrington, with the spring/socket of Ralph et al. '291, in order to securely fix the spring to the 
second plate. 

Regarding limitation "for receiving and holding therein said ball-shaped structure 
through direct contact with said curved convex surface of said ball-shaped structure" , it is noted 
said limitation is just functional language and IT IS NOT positively claiming the "ball-shaped 
structure" as received and held by the "concave volume" of the "spring". A person of ordinary 
skill in the art will be left with the choice of "direct contact" the "curved convex surface of said 
ball-shaped structure" with the "concave volume" of the "spring" if he/she so desires. Further, 
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Ralph et al. '291 clearly show said spring a having a curvate concave volume for receiving and 
holding therein said ball-shaped structure through direct contact with said curved convex surface 
of said ball-shaped structure. 

While features of an apparatus may be recited either structurally or functionally, claims 
directed to an apparatus must be distinguished from the prior art in terms of structure rather than 
function . In re Schreiber, 128 F.3d 1473, 1477-78, 44 USPQ2d 1429, 1431-32 (Fed. Cir. 1997). 
A claim containing a "recitation with respect to the manner in which a claimed apparatus is 
intended to be employed does not differentiate the claimed apparatus from a prior art apparatus" 
if the prior art apparatus teaches all the structural limitations of the claim. Ex parte Masham, 2 
USPQ2d 1647 (Bd. Pat. App. & Inter. 1987). With regards to statements of intended use and 
other functional statements (e.g., deformable; for receiving; permits; for counteracting; is 
movable; etc), they do not impose any structural limitations on the claims distinguishable over 
the device of Ralph et al., which is capable of being used as claimed if one so desires to do so . 
In re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 1963). 
Claims directed to apparatus must be distinguished from the prior art in terms of structure rather 
than function. In re Danfy, 263 F.2d 844, 847, 120 USPQ 528, 531 (CCPA1959). "[Apparatus 
claims cover what a device is, not what a device does." Hewlett-Packard Co. v. Bausch & Lomb 
Inc., 909 F.2d 1464, 1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 1990). Expressions relating the 
apparatus to contents thereof during an intended operation are of no significance in determining 
patentability of the apparatus claim. Ex parte Thibault, 164 USPQ 666, 667 (Bd. App. 1969). 
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Claim Rejections - 35 USC §103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which said subject matter pertains. Patentability 
shall not be negatived by the manner in which the invention was made. 

11. Claims 14, 15, and 24-26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ralph et al. (US 5,989,291; previously cited in PTO-892) in view of Stubstad et al. (US 
3,867,728 A; cited in Applicants' IDS). 

Although Ralph et al. disclose the external plate surfaces as convex to match the contour 
of the opposing bone surface (see column 2, lines 61-65), and a porous coating on said external 
plate surfaces to provide for tissue ingrowth (see column 3, lines lines 4-6; column 5, lines 57- 
61), they did not particularly disclose said external plate surfaces as having a 
deflectable/deformable surface (or mesh) thereon. However, this is well known in the art. For 
example, Stubstad et al. disclose (see Figures 1, 2, and 4) an intervertebral spacer device (device 
10) comprising: (i) first (top element 1 1) and second (bottom element 12) plate members, each 
having an external plate surface, at least one of the external plate surfaces having a 
deflectable/movable (i.e., capable of being deflected/moved; see column 8, lines 46-49; column 
9, lines 14-17), convex (see Figure 4; see column 13, lines 24-26), wire mesh (e.g., Dacron mesh 
21 and/or Dacron mesh 20; see column 8, lines 6-10 and lines 43-59; column 9, lines 10-18). The 
device further comprises a force-restoring element (e.g. core 15) disposed between the first and 
second plate members (see entire document). Stubstad et al. teach said deflectable/deformable, 
convex wire mesh disposed on said external plate surfaces in order for the external plate surfaces 
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to adapt/match to any small irregularities in the vertebral surfaces and to enable deeper tissue 
ingrowth on said external plate surfaces (see columns 8 and 9). Therefore, it would have been 
obvious to a person having ordinary skill in the art at the time the invention was made to have 
combined the teaching of an intervertebral spacer device comprising external plate surfaces 
having a deflectable/deformable, convex wire mesh thereon, as taught by Stubstad et al, with the 
intervertebral spacer device of Ralph et al., in order for the external plate surfaces to adapt/match 
to any small irregularities in the vertebral surfaces and to enable deeper tissue ingrowth on said 
external plate surfaces. 

Response to Arguments 

12. Regarding the 102(b) rejection based on Hoffman (DE 2263842 A), Applicants' 
arguments filed December 3 rd , 2009 have been adequately addressed in the 102(b) rejection 
above. 

13. Regarding the 102(e) as anticipated by Ralph et al. '291 or, in the alternative, under 35 
U.S.C. 103(a) as obvious over Ralph et al. '291 in view of either one of Berry '428, Bryan et 
al. '067, or Harrington '889, Applicants' arguments filed December 3 rd , 2009 have been fully 
considered but they are not persuasive. 

a. In response to applicant's argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
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generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988)and/n re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). 

b. In response to applicant's arguments against the references individually, one cannot show 
nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

c. As noted by the United States Supreme Court, if a person of ordinary skill can implement 
a predictable variation, § 103 likely bars its patentability. For the same reason, if a technique has 
been used to improve one device, and a person of ordinary skill would recognize that it would 
improve similar devices in the same way, using the technique is obvious unless its actual 
application is beyond his or her skill. KSR, 127 S. Ct. at 1740. "When there is a design need or 
market pressure to solve a problem and there are a finite number of identified, predictable 
solutions, a person of ordinary skill has good reason to pursue the known options within his or 
her technical grasp. If this leads to the anticipated success, it is likely the product is not of 
innovation but of ordinary skill and common sense. In that instance the fact that a combination 
was obvious to try might show it was obvious under 35 U.S.C. 103." KSR Int'l Co. v. Teleflex 
Inc., 127 S.Ct. 1727, 1742, 82USPQ2d 1385, 1396 (2007). 



Conclusion 

14. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Javier G. Blanco whose telephone number is 571-272-4747. The 
examiner can normally be reached on M-F (9:00 a.m.-7:00 p.m.), first Friday of the bi-week off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Isabella can be reached on (571)272-4749. The fax phone numbers for the 
organization where this application or proceeding is assigned is 571-273-8300 for regular 
communications and After Final communications. Any inquiry of a general nature or relating to 
the status of this application or proceeding should be directed to the receptionist whose telephone 
number is 703-308-0858. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
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system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



/Javier G. Blanco/ 

Examiner, Art Unit 3774 

/David H Willse/ 

Primary Examiner, Art Unit 3738 



